UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. I CONFIRMATION NO. 



10/076,961 02/15/2002 Nallan C. Surcsh ISAA0047 2025 



22862 7590 12/28/2005 | EXAMINER | 

GLENN PATENT GROUP morgan, Robert w 

3475 EDISON WAY, SUITE L 

MENLO PARK, CA 94025 | art unit | paper number | 

3626 



DATE MAILED: 12/28/2005 




United States Patent and Trademark Office 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Advisory Action 
Before the Filing of an Appeal Brief 


Application No. 

10/076,961 


AoDlicant/s) 

SURESH ET AL 


Cvam inor 
CAdllllllol 

Robert W. Morgan 


Art Unit 

3626 


* 



-The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
THE REPLY FILED 1 1 October 2005 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE 

1. |2 The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 

this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or 
(3) a Request for Continued Examination (RCE) in compliance with 37 CFR 1.1 14. The reply must be filed within one of the 
following time periods: 

a) d The period for reply expires months from the mailing date of the final rejection. 

b) 13 The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In no 

event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO 

MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1 .136(a). The date on which the petition under 37 CFR 1 .136(a) and the appropriate extension fee have 
been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee under 37 
CFR 1 .17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as set forth in (b) 
above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
NOTICE OF APPEAL 

2. OThe Notice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date 

of filing the Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. 
Since a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 
AMENDMENTS 

3. CD The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) D They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) O They raise the issue of new matter (see NOTE below); 

(c) (ZI They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) D They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . (See 37 CFR 1.116 and 41.33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. ED Applicant's reply has overcome the following rejection(s): . 

6. ED Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling 

the non-allowable claim(s). 

7. M For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) 13 will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 
Claim(s) allowed: N/A . 
Claim(s) objected to: N/A . 
Claim(s) rejected: 1-5 and 7-19 . 
Claim(s) withdrawn from consideration: N/A . 
AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary 
and was not earlier presented. See 37 CFR 1.11 6(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome ah rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1). 

1 0. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

1 1. El The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

See Attachment. 

12. □ Note the attached Information Disclosure Statement^ (PTO/SB/08 or PTO-1449) Paper No(s). 

13. □ Other: . 
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Advisory Action 

In the remark, Applicant argues in substance that, (1) Maxwell in view of Jones fail to 
establish a prima facie case of obviousness using three basic criteria (a) there must be some 
suggestion or motivation to combine or modify the references, (b) there must be a reasonable 
expectation of success, and (c) the prior art must teach or suggest each and every limitation of 
the claimed invention; (2) the motivation to combine the four references does not appear 
reasonable; (3) In Office Action mailed 9/10/04, the Examiner considers the term "healthcare 
states" to mean potentially fraudulent supplier or provider of goods or services on page 3, last 
paragraph and the step involved with processing, analyzing and verifying the claim on page 5, 
last paragraph, it can't be both. 

In response to Applicants argument that, (1) Maxwell in view of Jones fail to establish a 
prima facie case of obviousness using three basic criteria (a) there must be some suggestion or 
motivation to combine or modify the references, (b) there must be a reasonable expectation of 
success, and (c) the prior art must teach or suggest each and every limitation of the claimed 
invention and (2) the motivation to combine the four references does not appear reasonable. The 
Examiner respectfully submits that obviousness is determined on the basis of the evidence as a 
whole and the relative persuasiveness of the arguments. See In re Oetiker, 977 F.2d 1443, 1445, 
24 USPQ2d 1443, 1444 (Fed. Cir. 1992); In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 
685,686 (Fed. Cir. 1992); In rePiasecki, 745 F.2d 1468, 1472, 223 USPQ 785,788 (Fed. Cir. 
1984); and In re Rinehart, 53 1 F.2d 1048, 1052, 189 USPQ 143,147 (CCPA 1976). Using this 
standard, the Examiner respectfully submits that he has at least satisfied the burden of presenting 
a prima facie case of obviousness, since he has presented evidence of corresponding claim 
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elements in the prior art and has expressly articulated the combinations and the motivations for 
combinations that fairly suggest Applicant's claimed invention (see paper dated 8/10/05). 

As such, the Examiner recognizes that references cannot be arbitrarily altered or modified 
and that there must be some reason why one skilled in the art would be motivated to make the 
proposed modifications. However, although the Examiner agrees that the motivation or 
suggestion to make modifications must be articulated, it is respectfully contended that there is no 
requirement that the motivation to make modifications must be expressly articulated within the 
references themselves . References are evaluated by what they suggest to one versed in the art, 
rather than by their specific disclosures, In re Bozek, 163 USPQ 545 (CCPA 1969). 

The Examiner is concerned that Applicant apparently ignores the mandate of the 
numerous court decisions supporting the position given above. The issue of obviousness is not 
determined by what the references expressly state but by what they would reasonably suggest to 
one of ordinary skill in the art , as supported by decisions in In re DeLisle 406 Fed 1326, 160 
USPQ 806; In re Kell, Terry and Davies 208 USPQ 871; and In re Fine, 837 F.2d 1071, 1074, 5 
USPQ 2d 1596, 1598 (Fed. Cir. 1988) (citing In re Lain, 747 F.2d 703, 705, 223 USPQ 1257, 
1258 (Fed. Cir. 1988)). Further, it was determined in In re Lamberti et al 9 192 USPQ 278 
(CCPA) that: 

(i) obviousness does not require absolute predictability ; 

(ii) non-preferred embodiments of prior art must also be considered; and 

(iii) the question is not express teaching of references, but what they would suggest . 

Further, according to In reJacoby, 135 USPQ 317 (CCPA 1962), the skilled artisan is 
presumed to know something more about the art than only what is disclosed in the applied 
references. In In re Bode, 193 USPQ 12 (CCPA 1977), every reference relies to some extent on 
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knowledge of persons skilled in the art to complement that which is disclosed therein. 

According to Ex parte Berins, 168 USPQ 374 (Bd. Appeals), there is no statutory 
limitation as to the number of references that may be used to demonstrate obviousness... not what 
references expressly state but what they would reasonably suggest to one of ordinary skill in the 
art. In In re Conrad, 169 USPQ 170 (CCPA), obviousness is not based on express suggestion, 
but what references taken collectively would suggest. 

As such, it is respectfully submitted that an explanation based on logic and sound 
scientific reasoning of one ordinarily skilled in the art at the time of the invention that support a 
holding of obviousness has been adequately provided by the motivations and reasons indicated 
by the Examiner both in the prior Office Action, Ex parte Levengood, 28 USPQ2d 1300 (Bd. Pat. 
App. & Inter., 4/22/93). 

As such, it is respectfully submitted that Applicant appears to view the applied 
references, separately and in a vacuum, without considering the knowledge of average skill in the 
art , and further fails to appreciate the breadth of the claim language that is presently recited. 

Moreover, the issue at hand is not whether the applied references specifically teaches 
each and every feature recited by Applicant, per se y but rather, whether or not the prior art, when 
taken in combination with the knowledge of average skill in the art, would put the artisan in 
possession of the features as claimed . With regard to this issue, the courts have held that even if 
a patent does not specifically disclose a particular element, said element being within the 
knowledge of a skilled artisan, the patent taken in combination with that knowledge, would put 
the artisan in possession of the claimed invention. In re Graves, 36 USPQ 2d 1697 (Fed. Cir. 
1995). 
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In addition, there is no requirement that an "express, written motivation to combine must 
appear in prior art reference before finding of obviousness (See Ruiz v. A.B. Chance Co., 357 
F.3d 1270, 69 USPQ2d 1686, 1690 (Fed. Cir. 2004)) and the motivation to combine prior art 
references may exist in the nature of the problem to be solved (Ruiz at 1276, 69 USPQ2d at 
1690). 

In response to Applicants argument that, (3) In Office Action mailed 9/10/04, the 
Examiner considers the term "healthcare states" to mean potentially fraudulent supplier or 
provider of goods or services on page 3, last paragraph and the step involved with processing, 
analyzing and verifying the claim on page 5, last paragraph, it can't be both. The Examiner 
respectfully submits the term "healthcare states" is taught by the Pendleton Jr. et al. reference 
teaching a claim file (26, Fig. 4) that includes healthcare states such as Health Care Procedure 
Code System (HCPCS) code, other codes, dates, units, pricing information, total dollar amount 
requested, or other information (see: column 6, lines 10-20). With regard to claim 2, reciting 
"processing health reimbursement claims, identifying a total set of potential health states, and 
determining a probability and frequency to the healthcare state in the reimbursement claim", the 
Examiner relied on the Pendleton Jr. et al. for teaching a method and apparatus for detecting 
potentially fraudulent suppliers or providers of goods or services including the steps of: a) 
collecting data on a plurality of suppliers and providers, including data relating to claims 
submitted for payment by the suppliers and providers; b) processing the data to produce a fraud 
indicator for at least one of the suppliers and providers; and c) determining, using the fraud 
indicator, whether the selected supplier or provider is a potentially fraudulent supplier or 
provider (see: column 1, lines 49-60). Therefore, Pendleton Jr. et al. description of the term 
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"health states" is clearly equivalent to the Applicant claimed invention. 

Applicants other arguments merely rehash issues addressed in the Final Rejection 
maliled 8/10/05, and incorporated herein. Thus, the finality of the previous Office Action is 
maintained. 



